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WLLIAMJ. RUTTER
and HOMRD M GOODMAN
(4,935,235 and 5, 196, 194),
Juni or Party,
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KENNETH MJURRAY
(08/472,301, 08/480, 118,
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Bef ore SCHAFER, LEE, and TORCZON, Adnini strative Patent
Judges.

TORCZON, Adninistrative Patent Judge.

JUDGMVENT AND RECOMVENDATI ON
( PURSUANT TO 37 CFR 8§88 1.640 AND 1.659(c))
| NTRCDUCTI ON
The parties contend that there exists no interference-in-

fact between the subject matter of the clains involved in the

35 U.S.C_ 8 135(c) Notice: Failure to file a copy of any agreenent regarding the
termnation of this proceeding may render the agreenent and any resulting patents
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interference because Rutter's species are not obvious in view
of Murray's genus. This contention is consistent with a
determ nation in a previous interference (101, 793) that the
species is separately patentable fromthe genus. It is also
consistent with a statenent in the exam ner's statenent under
37 CFR 8 1.609 that "The Murray invention does not anticipate
nor render obvious that of Rutter et al." Based on these
facts, the present interference cannot be naintai ned.
Nevert hel ess, questions involving the patentability of
Murray's clainms were raised (see Paper No. 2) and persist in
the face of the responses fromthe parties (see Paper No. 22).
Consequently, a recommendati on under 37 CFR § 1.659(c) is
appropri at e.

ORDER

Upon consi deration of the record of this interference, it

ORDERED t hat judgnment be awarded to both parties; and

FURTHER ORDERED t hat a copy of this decision be given a
paper nunber and be entered in the admnistrative record of
each of Rutter's involved patents and Murray's invol ved
applications; and it is

RECOVMENDED t hat the exam ner on assum ng jurisdiction

over the Murray applications consider
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the applicability of interference estoppel as expl ai ned

in Paper Nos. 2 and 22,

the term nal disclainmers proffered in Paper No. 20 at 5-6
in response to Paper No. 2, part C, and

t he amendnents proffered with Paper No. 20 in response to

Paper No. 2, part E

RI CHARD E. SCHAFER
Adm ni strative Patent Judge

BOARD OF

JAMVESON LEE PATENT
Adm ni strative Patent Judge APPEALS AND
| NTERFERENCES

Rl CHARD TORCZON
Adm ni strative Patent Judge
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cc (via First Class Mail):

Counsel for Rutter
(real parties-in-interest--the Regents of the University
of California; exclusive |icensee--Merck):

Kate H. Muirashige

Thomas G W senan

MORRI SON & FOERSTER

2000 PENNSYLVANI A AVE NW STE 5500
WASHI NGTON DC 20006- 1888

Fax: 202-887-0763

Counsel for Mirray
(real parties-in-interest--Biogen, Inc.; |icencees--Abbott
Laboratories; Mles Inc., D agnostic Division; Otho
Clinical D agnostics, a Johnson & Johnson Conpany; Syva
Conpany; Baxter Diagnostics, Inc.; Behringwerke AG

Boehri nger
Mannhei m GrbH, Green Cross; Roche Diagnostic Systens, Inc.;
Vel |l conme (Murex), Murex Diagnostics Ltd.; Dako Corporation;
Organon Tekni ka B.V.; Sorin Bionedica S.p. A ; Radims.p.a.;
Kodak Clinical D agnostics Ltd.; J & J Cinical D agnostics
Ltd.; Biotrack, Inc.; BioMerieux; Chiron Corporation; Pasteur
Sanofi Diagnostics; F. Hoffmann LaRoche Di agnostics; | nmuno
Akti egesel | schaft fir Chem sch-nedi zi ni sche Produkte; Merck &
Co., Inc.; SmthKline Pharmaceuticals; and Apollon, Inc.):

Janmes F. Hal ey, Jr.

Margaret A Pierri

FI SH & NEAVE

1251 AVE OF THE AMERI CAS FL 50
NEW YORK NY 10020-1104

Fax: 212-596-9090
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TO Yol unda R Townes
Sonj a Despertt

FROM Ri chard Torczon
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9 Pl ease review the attachnent and, if no corrections are
necessary, please circulate as indicated.

9 | f corrections are necessary, please mark the attachnent
accordingly and return it to ne.

Thank you for your assistance in this matter.
At t achnent
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